TH'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CHA-MEI TANG ANTONIO C. TING
AND THOVAS A. SWYDEN

Appeal No. 98-0250
Appl i cation 08/201, 963

ON BRI EF

Bef ore HAI RSTON, KRASS, and FLEM NG Admi ni strative Patent
Judges.

HAI RSTON, Adnini strative Patent Judge.

! Application for patent filed February 25, 1994.
According to applicants, the application is a continuation-in-
part of Application 08/151,678, filed Novenber 15, 1993.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 9
through 32. In an Amendnent? After Final (paper nunber 13),
claims 9, 18, 23 and 32 were anended, and claim15 was
cancel ed. Accordingly, clainms 9 through 14 and 16 through 32
remai n before us on appeal .

The disclosed invention relates to a cold field emtter
system for produci ng an el ectron beam

Claim23 is illustrative of the clainmed invention, and it
reads as follows:

23. Acold field emtter systemfor producing a
collimated el ectron beam said field emtter conprising:

a substrate;
a field emtter on said substrate;

a gate spaced apart fromsaid emtter, said gate having a
gap disposed to permt passage of said beamthrough said gap;

a lens section spaced apart fromsaid emtter and said
gate, said |l ens section having a gap, said gap in said |l ens
together with said gap in said gate opening to forma conic
frustrum

2 According to the exam ner (paper nunber 14), the
anmendnent had the effect of overcom ng the indefiniteness
rejection of clainms 9 through 15, 18 through 27 and 32.

2



Appeal No. 98-0250
Application No. 08/201, 963

wherein said emtter responsive to said gate emts said
el ectron beam said beam propagating to said gate and through
gap in said gate, to said lens and through gap in said |ens.

The references relied on by the exam ner are:

Hughes et al. (Hughes) 3,436, 584 Apr. 1,
1969
Kane et al. (Kane) 5,191, 217 Mar. 2,
1993
Jones et al. (Jones) 5,475, 280 Dec. 12,
1995

(effective filing date Mar. 4,
1992)

Cains 9 through 14 and 16 through 32 stand rejected
under 35 U . S.C. 8§ 103 as bei ng unpatentable over Kane in view
of Jones and Hughes.

Ref erence is nade to the final rejection, the brief and
the answer for the respective positions of the appellants and
t he exam ner.

OPI NI ON

We have carefully considered the entire record before us,
and the obvi ousness rejection of clains 9 through 14, 16
through 22 and 28 through 32 is reversed because these clains
are too indefinite for an obviousness determ nation, and the
obvi ousness rejection of clains 23 through 27 is reversed

because these clains are not obvious based upon the teachings
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of the applied prior art. As indicated infra, a new ground of
rejection of clainms 9 through 14, 16 through 22 and 28 through
32 has been entered under the provisions of 37 CFR § 1.196(b).
Turning first to the obviousness rejection of clains 23
t hrough 27, Kane discloses (Figure 1) all of the clainmed cold
field emtter structure, except for a “conic frustruni?® forned
by both the gap in the lens electrode and the gap in the gate
el ectrode. Jones discloses the use of a “conic frustrunf in a
gate electrode 47 of a cold field emtter, and Hughes
di scl oses the use of a “conic frustrunf in a lens el ectrode
20. The only teaching of record that uses a “conic frustrunt
openi ng through both the | ens el ectrode and the gate el ectrode
of the sane cold field emtter device is appellants’ disclosed
and cl ainmed invention. Since the examner is prohibited from
usi ng appel l ants’ di sclosed and cl ai med invention in an
obvi ousness rejection, we will reverse the 35 U S.C. § 103
rejection of clainms 23 through 27.
A prior art rejection can not be sustained if the

hypot heti cal person of ordinary skill in the art would have to

8 Webster’'s New Collegiate Dictionary lists “frustum” and
not “frustrum’”
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make specul ative assunptions concerning the neaning of claim

| anguage. See In re Steele, 305 F. 2d 859, 862-63, 134 USPQ

292, 295 (CCPA 1962). In clainms 9 and 16, a “conic frustrunt
is not possible if the top gate dianeter is “at |east as

| arge” as the bottom gate dianeter. A “conic frustruni can
only be created if one dianeter is |larger than the other
dianeter. In claim9, how can a “cavity region” be “sel ected
fromthe group consisting of”? Wat are the netes and bounds
of such a “cavity region”? 1In the last line of claim16, it
I's not clear what the phrase “and at nost” nmeans in |ight of

t he confusion concerning the relative dianeters of the top and
the bottom gate dianeters. In claim116, it is not clear
whether the “first” lens electrode and the “at | east one |ens
el ectrode” are the sane lens electrode. |If the two phrases
are not referring to the sane lens electrode, then it appears
that the disclosure does not support three | ens el ectrodes.
Clains 18, 28 and 32 state that the thickness of the lens in
the direction of beanflow is about that of the “thickness” of
the gap of the lens. On the other hand, the disclosure
(specification, pages 14 and 18) conpares the thickness of the
lens with the diameter of the gap in the lens. Appellants
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conpare the thickness of the gap to the dianeter of the gap
(Brief, page 10), whereas the exam ner is of the opinion that
the thickness of the gap is the same di nension as the

t hi ckness of the lens, and is in the direction of beanfl ow
(Answer, page 7). W are aware of the fact that appellants
may be their own | exicographer, but the use of the term

“thi ckness” to describe a dianmeter has led to confusion as to
the location of this “thickness.”

REJECTI ON UNDER 37 CFR § 1. 196(b)

In view of the foregoing, we hereby enter the foll ow ng
new ground of rejection:

Cainms 9 through 14, 16 through 22 and 28 through 32 are
rej ected under the second paragraph of 35 U S.C. § 112 as
being indefinite.

DECI SI ON

The decision of the exam ner rejecting clains 9 through
14 and 16 through 32 under 35 U. S.C. 8§ 103 is reversed.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203

Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
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37 CFR 8§ 1.196(b) provides that “[a] new ground of
rejection shall not be considered final for purposes of
judicial review”

37 CFR 8 1.196(b) al so provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals
and I nterferences upon the sane record .

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED
37 CFR 8 1.196(b)
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